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- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) M Claim(s) 1-37 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) S Claim(s) 5-29,37 and 38 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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DETAILED ACTION 



Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-4, drawn to pellet, classified in class 525, subclass 98. 

II. Claims 5-20 and 37-38, drawn to a modified asphalt composition, 
classified in class 524, subclass 68. 

III. Claims 30-36, drawn to a process, classified in class 264, subclass 210.4. 
The inventions are distinct, each from the other because of the following reasons: 

2. Inventions II and I are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 
3rd paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as a molding compound 
and the inventions are deemed patentably distinct since there is nothing on this record 
to show them to be obvious variants. Should applicant traverse on the ground that the 
species are not patentably distinct, applicant should submit evidence or identify such 
evidence now of record showing the species to be obvious variants or clearly admit on 
the record that this is the case. In either instance, if the examiner finds one of the 
inventions anticipated by the prior art, the evidence or admission may be used in a 
rejection under 35 U.S.C. 103(a) of the other invention. 
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3. Inventions III and II are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the product as claimed can be made without 
pelletizing the blend of plastomer and elastomer. 

4. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

5. During a telephone conversation with Polly Owen on 5/31/05 a provisional 
election was made with traverse to prosecute the invention of Group II, claims 5-29. 
Affirmation of this election must be made by applicant in replying to this Office action. 
Claims 1-4 and 30-36 are withdrawn from further consideration by the examiner, 37 
CFR 1 .142(b), as being drawn to a non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .1 7(i). 

DETAILED ACTION 
Claim Rejections - 35 USC § 112 

7. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

8. Claim22 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
There is nothing in the specification about a mixed midblock containing butadiene and 
isoprene. 

Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claims 5-29 and 37-38 are provisionally rejected under the judicially created 
doctrine of obviousness-type double patenting as being unpatentable over claims 4-34 
and 42-43 of copending Application No. 10/706,522. Although the conflicting claims are 
not identical, they are not patentably distinct from each other because the copending 
application is the species to the genus of the instant application. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

12. Claims 5-12,16, 18-25, 29 and 37-38 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Grzybowski et al. 5,71 1 ,796. 

13. Grzybowski et al. disclose asphalt in claim 1, SBS, EVA and polyolefins in claim 
4, a blend of plastomer and elastomer in claim 16, elastomers in claim 18, aggregate in 
claim 46, articles in column 3, lines 10-30, PEN and viscosities in the Tables and SBS 
block copolymer in Example 7. Applicants' claims are not novel. 

14. Claims 5-14, 16, 18-29 and 37-38 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Gilmore et al. H1250 or Isobe et al. 5,328,943. 

1 5. Gilmore et al. teach bitumen, block copolymer and low crystallinity polymer in 
claims 1-3, ethylene acrylic acid and methacrylic acid with other low crystallinity 
polymers in column 3, lines 60-68, block copolymer molecular weights, radial and star 
polymers from column 2, Iine53, to column 3, line 17, styrene-butadiene ratios in the 
Examples and articles in column 5, lines 20-21 . Isobe et al. recite asphalt, block 
copolymer and polypropylene in claim 1 , penetration in claim 2, styrene content and 
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molecular weight in claims 3-5, aggregate in the Examples, viscosities in the Tables and 
articles in column 1 , lines 5-10. Applicants' claims are not novel. 

16. Claims 5-14, 16, 18-24, 27 and 37-38 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Uemura et al. 4,091,134 or Hesp et al. 5,280,064. 

17. Uemura et al. divulge oxidized ethylene-propylene copolymer, elastomers and 
asphalt in claim 1, viscosities in Table 1, block copolymer and styrene/butadiene ratio in 
column 3, lines 44-47. Hesp et al reveal bitumen diene polymer and carboxylated 
polyethylene in claims 12-17 PEN in the Examples and viscosities in Table 1. 
Applicants' claims are not novel. 

Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

19. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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20. Claims 5-19 and 37-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kosaka et al. 3,896,069 or Uemura et al. 4,091,134. 

21 . Kosaka et al. display asphalt and oxidized ethylene-polypropylene in claims 1 , 3 
and 6, viscosities in claim 2, rubbers in column 6, lines 5-12, oxidized polyethylene in 
column 6, line 37. Uemura et al. has been discussed already. It would have been 
obvious to one having ordinary skill in the art, at the time the invention was made, to 
select oxidized polyethylene from a list of equivalents or to replace the oxidized 
ethylene-propylene copolymer with oxidized polyethylene since all oxidized polyolefins 
seem to work in the applications or Uemura et al. and Kosaka et al. 

22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter Szekely whose telephone number is (571 ) 272- 

1 124. The examiner can normally be reached on 7:00 a.m.-5:30 p.m. Tuesday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). } 



Peter Szekely 
Primary Examiner 
Art Unit 1714 




PS. 

5/31/05 



